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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's
final rejection of clainms 1, 4, 9, 10, 14 through 19, 22, 23
and 61. Clains 2, 3 and 11 through 13 have been i ndicated by
the exam ner to contain allowable subject matter, but stand
objected to until such tine that they are rewitten in inde-
pendent formincluding all of the limtations of the base
claimand any intervening clains. Cainms 5 through 8, 20, 21
and 24 through 60, the only other clains remaining in the
appl i cation, have been wi thdrawn from further consideration

under 37 CFR 8§ 1.142(b).

Appel lants’ invention relates to a di sc package
apparatus in the formof a conposite plastic/cardboard ar-
rangenent for storing and retaining at |east one conpact disc
therein. Independent clains 1, 9 and 61 address the aspects
of the invention seen in Figures 18-21 of the application
drawi ngs, wherein a cover (1) is attached to the plastic tray
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(3) by being inserted into an outwardly opening receiver (5)
whi ch has a | edge (57) that cooperates with the fol ded hook
(9) of the cover to secure the cover to the tray. Independent
claim 10 addresses a di sc package as seen in Figures 37-44 of

the application

drawi ngs, wherein the cover has a latch pin (93) nounted
thereto and the tray has an upwardly expandi ng openi ng (100)
at an upper portion thereof for receiving and guiding the

| atch pin and gripping the latch pin to hold the cover closed
with the tray. I|ndependent claim1l4 is drawn to the aspects
of appellants’ invention seen in Figures 45A-50B of the appli-
cation draw ngs, wherein the plastic tray (3) has a centra
hol e (65) which receives a rosette (e.g., 131). The rosette
has a generally disc-shaped base (127) and di sc-engagi ng
petals (135) extending generally perpendicularly in one direc-
tion fromthe base and spaced prongs (133) extending fromthe
base generally perpendicularly in a direction opposite to that
of the rosette petals. A copy of independent clainms 1, 9, 10,

14 and 61 can be found in the Appendix to appellants’ brief.
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The prior art references relied upon by the exam ner

in rejecting the appeal ed clains are:

Thor ud 4,714, 161 Dec. 22,
1987
OBrien et al. (OBrien) 5,425, 448 June 20,
1995
Rei sman 5, 450, 953 Sept. 19,
1995
Cheng 5, 609, 249 Mar. 11,
1997

(filed June 7,
1995)
Potter et al. (Potter) WO 88/ 06559 Sept. 7,
1988

(PCT)

Clains 1, 4, 9 and 61 stand rejected under 35 U S. C

8§ 102(e) as being anticipated by O Brien

Clainms 14, 16, 19, 22 and 23 stand rejected under

35 U.S.C. §8 102(e) as being anticipated by Rei sman.

Clainms 14, 16 through 19, 22 and 23 stand rejected

under 35 U. S.C. 8§ 102(e) as being anticipated by Cheng.
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Claim 10 stands rejected under 35 U.S.C. § 103 as

bei ng unpat ent abl e over Potter.

Claim 15 stands rejected under 35 U.S.C. 8§ 103 as

bei ng unpat ent abl e over Rei sman or Cheng in view of Thorud.

Rat her than attenpt to reiterate the exam ner's ful
comentary with regard to the above-noted rejections and the
conflicting viewoints advanced by the exam ner and appel |l ants
regarding the rejections, we nake reference to the examner's
answer (Paper No. 17, muailed June 4, 1998) for the reasoning

in support of the rejections, and to appellants’ brief (Paper

No. 16, filed April 30, 1998) and reply brief (Paper No. 18,

filed July 2, 1998) for the argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have

gi ven careful consideration to appellants’ specification and
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clainms, to the applied prior art references, and to the re-
spective positions articul ated by appellants and the exam ner.
As a consequence of our review, we have made the detern na-

tions which foll ow

Looking first at the examner's rejection of clains
1, 4, 9 and 61 under 35 U.S.C. 8§ 102(e) based on O Brien, we
note that the exam ner has taken the position that O Brien
di scl oses a storage package (10) having a “tray” defined by
the conbi nation of a base nenber (30) and holder (e.g., 40a or
100) which is attached to the base nenber (see Figs. 2-5, 11
and 12). The exam ner notes that the holder portion (40a,
100) of the tray has a base with a rosette for engaging the
central hole of a disc and that the base nenber portion (30)
of the integrated tray has an outwardly opening gap/receiver
(78) with a ledge (79). The package of OBrien is also indi-

cated to have a paper board
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cover (20) having a bottom panel (24), a top panel (22), an
outer spine panel (26) and an end spine panel (72) connected
to the bottom panel and a fol ded hook (74) for allow ng assem
bly of the cover to the tray (see Figs. 8, 10 and 14) in the
manner set forth in independent clainms 1, 9 and 61 on appeal.
Appel  ants’ argunents on pages 6-8 and 11-12 of the brief and
in the reply brief have not convinced us of any error in the

exam ner’ s position.

In contrast to appellants position, we view the base
menber (30) and the interconnected hol der (40a, 100) of
O Brien in the same manner as the exam ner, that is as
defining an “integrated” tray structure that includes both a
rosette as clainmed (see col. 6, lines 28-36) and an outwardly
openi ng receiver (Fig. 8) to accommbdate the fol ded hook (74)
of the paper board cover (20). As for the requirenent in
appel lants’ clains 1, 9 and 61 of conplete accessibility to
all sides of the paper board cover and that of providing a
package which “lies flat when the cover is partially or fully

open,” we note that the paper board cover (20) of OBrien in
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the preferred enbodinent (col. 9, lines 7-17) is described as
havi ng a gl uel ess connection to the plastic base (30) and as

bei ng “readily detachabl e” from

the base. Thus, given the gl uel ess connection, we mnust

concl ude

that the cover (20), as seen in Figure 8 of the patent, is
novabl e in a counter-clockw se direction about the gap (78) to
a horizontal position wherein the cover would extend to the
right of the base and would, to the sane extent as appellants’
cover, thereby allow conplete accessibility to all sides of

t he paper board cover and provide a package which lies flat
when the cover is partially or fully open. As noted by the
exam ner (answer, pages 7-8), appellants’ argunents on page 7
of the brief are narrower than the claimrecitations, since
the clains on appeal do not in any way preclude folding of the
cover to obtain visual access thereto or inversion of the tray

to obtain visual access to the cover
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For the above-reasons, we will sustain the
examner’s rejection of clainms 1, 4, 9 and 61 under 35 U. S.C

§ 102(e) based on O Brien.?

Regardi ng the exam ner’s rejection of clains 14, 16,
19, 22 and 23 under 35 U.S.C. § 102(e) as being antici pated by
Rei sman, we note, with respect to i ndependent claim 14, that
the exam ner has taken the position that Rei sman discl oses
(Figs. 9-10) atray (16) and a first rosette (59) having a
general ly di sc-shaped base (66), disc-engaging rosette petals
(63) and “spaced prongs with teeth (61,64)” (answer, page 5).
Li ke appellants, we do not see that the rosette of Reisman has
“spaced prongs extending fromthe rosette base generally
perpendicularly in a direction opposite the rosette petals,”

as is required in appellants’ claim14 on appeal. 1In

2 Wth respect to claim6l, we note that it appears that
the recitation in line 11 regardi ng the hook having “a | edge”
for preventing di sengagenent of the cover fromthe receiver,
shoul d actually be that the hook has --- an edge --- for
preventing di sengagenent of the hook fromthe receiver. W
have so interpreted the claimfor purposes of this appeal.
However, correction of this anbiguity should be nade during
any further prosecution of the application before the
exam ner.
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particular, we are unable to agree with the exam ner that the
annul ar wall (64) of Reisman with its snaps (61) is sonehow
readabl e on the “spaced prongs” set forth in claiml1l4. Wile
the annular wall (64) clearly extends downwardly from and
generally perpendicularly to the base (66) of the rosette in
Rei sman Figures 9 and 10, this wall does not in any way define
“spaced prongs” as in appellants’ claim 14 on appeal. As for
the snaps (61) of Reisman, these conponents nay be “spaced

prongs,” but they extend radially outwardly fromthe wall (64)
and not generally perpendicularly to the base froma bottom
surface of the base, as set forth in independent claim 14 on
appeal . Thus, since Reisnman does not

di scl ose each and every el enent of independent claim 14 on
appeal , either expressly or under principles of inherency, we
nmust refuse to sustain the examner’s rejection of claim 14,

and of dependent clains 16, 19, 22 and 23, under 35 U S. C. 8§

102(e) as being anticipated by Rei snan.

Turning next to the examner’s rejection of clains

14, 16 through 19, 22 and 23 under 35 U.S.C. § 102(e) as being

10
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antici pated by Cheng, we note that in this instance we agree
with the exam ner as to clains 14, 22 and 23, but not with

regard to clainms 16 through 19.

Cheng di scl oses a di sc package apparatus as in
appel l ants’ claim 14 on appeal, wherein the apparatus (e.g.,
Fig. 4) includes a tray (1) and a rosette structure which has

a generally disc-shaped base (2), disc-engaging petals (5)
ext endi ng general ly perpendicularly fromthe top surface of
the base, and spaced prongs (7) extending generally
perpendi cularly to the base froma bottom surface of the base.
Appel l ants’ argument in the brief (pages 10-11) and in the
reply brief appears to be based on the belief that claim 14 on

appeal is

sonmehow |limted to the prongs per se holding the rosette in
the central hole of the tray and in the tray base, i.e., that
the prongs directly engage the base to hold the rosette in the
central hole. However, we do not view appellants’ claim 14

to be so limted.

11
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The | anguage of claim 14 on appeal nerely requires
that the prongs extend through the central hole (which the
prongs (7) of Cheng clearly do) and further sets forth that
the prongs are “for” holding the rosette in the central hole
and in the tray base, which is exactly what the prongs (7) of
Cheng are al so used for when engaged with the holes (8) of the
plate (6) seen in Figure 4 of the patent. Thus, we wl|
sustain the examner’s rejection of claim 14 on appeal under

35 U S.C. 8 102(e) based on Cheng.

As for dependent clains 22 and 23 on appeal, we
observe that such cl ains have not been separately argued by
appel l ants with any reasonabl e degree of specificity apart
fromclaim1l4. Accordingly, we consider that these clains wl|l

fall with independent claim 14, fromwhich they depend.

Claim 16 on appeal sets forth that the prongs have
outward extending teeth “for snapping into the central hole in
the tray base and holding the rosette in the central hole.”

The teeth on the prongs (7) of Cheng are for snapping into the

12
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holes (8) of the plate (6) and do not in any way engage the
central hole in the tray base to hold the rosette in the
central hole. For that reason, we will not sustain the
examner's rejection of claim116, or of clainms 17 through 19
whi ch depend therefrom under 35 U S.C. 8 102(e) as being

antici pated by Cheng.?

Wth respect to claim15 on appeal, and the
exam ner’s rejection thereof under 35 U.S.C. § 103 based on
Rei sman or Cheng and Thorud, we nust agree with appellants

(brief, pages 15-17)

® During any further consideration of the application, the
exam ner and appellants should carefully review claim18 on
appeal, with an eye towards exactly what structure of the
di scl osed invention is being set forth therein. Wile claim
18 is an original claim we find nothing in the specification
or draw ngs which appears to correspond to the subject matter
of claim18. The only enbodinents relating to a tw st-1ock
rosette arrangenent we have seen in the specification are
descri bed on pages 25 and 26, and shown in Figures 51A through
56B of the drawi ngs. However, in these enbodinents it is the
central hole in the tray which has the radially enlarged
portions (139) for receiving prongs (143) of the rosette and
for permtting twisting of the rosette into a | ocking
position, and not the holes of the rosette itself.

13
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that the |ocking/stop pin arrangenent of Thorud is so
unrelated to the disc holders of Reisman and Cheng that it
woul d not have fairly been suggestive of the type of change in
Rei sman or Cheng urged by the examner. In this regard, we
view the exam ner’s position as being based on hindsi ght
derived from appellants’ own teachings, since the references
t hensel ves do not provide any suggestion or incentive for

nodi fying the central hole of the disc holders of Reisman or
Cheng so as to have a recessed depression and a rosette sized
as required in appellants’ claim 15 on appeal. Therefore,
the examner’s rejection of claim115 under 35 U.S.C. § 103

based on Rei sman or Cheng and Thorud will not be sustai ned.

The last of the examner’s rejections for our review
is that of claim 10 under 35 U S.C. 8 103 as being
unpat ent abl e over Potter. As we noted earlier, claim10 is
directed to the subject matter seen in Figures 37-44 of the
application draw ngs. After a careful review of the disc
hol der seen in Potter (Fig. 1), we nmust agree with appellants

that this reference | acks any teaching or suggestion of *an

14
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upwar d expandi ng openi ng” for receiving and guiding the latch
pin and gripping the latch pin to hold the cover closed with

the tray, as required in claim10 on appeal.

Wil e the hollow tubes (10, 10a) of Potter clearly have bores
to receive the cruciformposts (12, 12a) and grip the posts to
hol d the cover closed with the tray, the cylindrical bores of
the tubes (10, 10a) clearly are not responsive to the “upward
expandi ng opening” required in claim10 on appeal and seen in
Figures 39 and 40 of appellants’ application at (100). Thus,
the examner’s rejection of claim10 under 35 U S.C. 8§ 103

will not be sustained.

In view of the foregoing, the exam ner's decision
rejecting clainms 1, 4, 9 and 61 under 35 U.S.C. § 102(e) based
on OBrien and clains 14, 22 and 23 under 35 U. S.C. § 102(e)
based on Cheng has been affirned. However, the exam ner’s
decision rejecting clains 14, 16, 19, 22 and 23 under 35
US. C 8§ 102(e) relying on Reisman and clains 16 through 19

under 35 U.S.C.

15
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8§ 102(e) relying on Cheng has been reversed. W have al so
reversed the examner’s decision rejecting clains 10 and 15

under 35 U.S.C. § 103.

The deci sion of the exam ner, accordingly, is

affirned-in-part.

No tinme period for taking any subsequent action in

con- nection with this appeal may be extended under 37 CFR 8§

1.136(a).
AFFI RVED- | N- PART
JAMES M MEl STER )
Adm ni strative Patent Judge )
)
)
)  BOARD OF
PATENT
NEAL E. ABRANMS ) APPEALS AND
Adm ni strative Patent Judge )
| NTERFERENCES
)
)

16



Appeal No. 1998-3420
Application 08/597, 033

)
CHARLES E. FRANKFORT )

Adm ni strative Patent Judge )

CEF: psb

17



Appeal No. 1998-3420
Application 08/597, 033

Janes C. Way

1493 Chain Bridge Road
Sui te 300

McLean, VA 22101

18



